REMARKS 



I. CLAIM CHANGES 

Claims 1 to 4 were rejected under 35 U.S.C. 112, second paragraph, for 
indefiniteness. 

The wording of claims 2 to 4 were rejected for various informalities 
including grammatical wording problems and misspellings. 

Claims 1 to 4 were English translations of claims of a Japanese Patent 
Application, which were not originally drafted according to U.S. Patent Office 
Rules for claims. Also the English translations contained wording and 
inappropriate terms, such as "ditch", which do not describe the invention properly 
and do not particularly point out the distinctions between the prior art and the 
invention. 

New claims 5 to 16 have been filed. Claims 1 to 4 have been canceled, 
obviating the aforesaid objection to the claim wording and rejection under 35 
U.S.C. 112, second paragraph. 

The basic features of the inventive structure include an absorbent core 
that is divided into a number of parts by a plurality of internal passages in the 
absorbent article (not ditches). The term "ditches" is inappropriate because a 
ditch is usually open on top. However the "ditches", now named passages, are 
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ducts or conduits for liquid between the separate parts of the absorbent core and 
are within the article under the front and back sheets, as clearly shown by figures 
1 to 8. Since the figures are part of the original disclosure, this change in 
terminology does not amount to addition of "new matter". 

One improved feature of the invention over the prior art is that there is no 
depression or indentation ("ditch") in the front sheet or back sheet visible to an 
observer from the outside along one of the passages under the front or back 
sheet. Because of that the absorbent core is not compressed under the front or 
back sheet, which would otherwise decrease the absorption capacity of the core. 
See for example page 2, lines 20 to 27, of applicants' originally filed specification. 

The specification as well as the claims has been revised to include the 
more appropriate terminology and an accurate description of the claimed 
invention. This will be explained further below in relation to the accompanying 
substitute specification. 

Another important feature of the invention is the requirement that the 
internal passages dividing the absorbent core must all pass through or traverse a 
center circle of radius 25 mm. This requires the internal passages to pass by the 
center of the absorbent article where the liquid to be absorbed is initially 
deposited. The internal passages improve the spreading and absorption speed of 
the article. 

New independent claim 5 is limited to an absorbent article with internal 
passages that intersect at a point P within a center circle C of radius 25 mm. 

New dependent claim 6 claims the embodiments of figs. 7 and 8 described 
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in applicants' specification. New dependent claim 7 claims the embodiment of fig. 
7 only. 

New dependent claim 8 is based on the preferred structure of the 
absorbent core disclosed in example 1 on pages 6 and 7 of the originally filed 
specification. 

New claims 9 and 10 limit the absorbent article to a disposable diaper and 
sanitary napkin respectively. 

New independent claim 1 1 claims more broadly than claim 5 and limits the 
absorbent article to at least two passages that pass through the center circle. 
This claim is based on the embodiments shown e.g. in figures 5 and 6 and 
described in the detailed description of the preferred embodiments in applicants' 
specification. 

New dependent claim 12 claims the embodiment shown in figs. 5 and 6. 

New dependent claim 13 contains the same features as claim 8. 

New claim 14 limits the absorbent article to the absorbent articles with the 
preferred absorption speed and is based on the data in Table 1 of the 
specification and the associated description of the way the data was obtained. 

Claims 15 and 16 contain the same features as claims 9 and 10. 

Also antecedent basis for claim terms in the new claims 5 to 16 has been 
checked and is believed to be maintained. 

For the foregoing reasons it is respectfully submitted that the new claims 5 
to 16 should not be rejected as indefinite under 35 U.S.C. 112, second 
paragraph. 
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Also the objection to the claim wording on page 3 of the Office Action does 
not apply to the new claims because the wording problems have been corrected 
when the new claims were drafted. 

II. ABSTRACT AND TITLE 

The abstract of the disclosure was objected to because of the presence of 
legal terminology on page 3 of the Office Action. The abstract was rewritten to 
include the subject matter of the new independent claim 1 1 . No legalistic 
wording, such as "comprising" is included in the new abstract. Also features from 
the preferred embodiment claimed in applicants' claim 6 have been included in 
the abstract. Withdrawal of the objection to the abstract is requested. 

The title of the invention on page 1 of the specification was amended to 
correct a misspelling and to provide a somewhat title that is more descriptive of 
the invention as it is now claimed. 

III. DRAWING 

The drawings were objected to because the center circle described in the 
specification was not shown in the figures, especially in fig. 7, and was not 
provided with a drawing reference character. 

Replacement sheets accompany this amendment which show the center 
circle C in figs. 1 to 8. Also the point P that is traversed by the intersecting 
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passages and that is within the center circle is shown in fig. 7 and 8. Since the 
claims state that the intersecting passages traverse a point P within the center 
circle to the periphery, a reference character E is used to designate the periphery 
of the core and is shown in the amended figures. 

The reference characters for the point P, the center circle C, and the 
periphery P have been inserted in the description of the embodiments shown in 
the figures in the amended specification. 

In addition the diameter D of the injection pipe has been shown on fig. 9 
by the changes in fig. 9. 

Also the designation of the section lines in figs. 2, 4, and 6 has been 
retained in the drawing figures. However the designation of the sectional lines in 
the specification has been amended so that it is consistent with the figures. The 
partial sections shown in figs. 1, 3, 5, and 7 to 8 have been appropriately 
described in the "Brief Description of the Drawing" section in the above substitute 
specification. 

For the foregoing reasons and because of the changes in the specification 
and the accompanying replacement drawing sheets with amended figures, 
withdrawal of the objection to the drawings is respectfully requested. 

IV. SPECIFICATION 

The specification was objected to under 35 U.S.C. 112, first paragraph, for 
not providing a description of the invention in "full, clear, exact, and concise 



33 



terms". 

A substitute specification has been provided to correct poor description 
and inappropriate terminology in the original specification and claims. 

A marked-up copy of the original specification accompanies this 
amendment, which has been prepared in accordance with M.P.E.P. 608.01 (q) to 
show that no new matter has been entered during preparation of the substitute 
specification. 

Several paragraphs were added to the "Summary of the Invention" section 
to provide literal support for the wording of the new claims 5 and 8 and some of 
the dependent claims. The basis for this wording in the summary section is found 
in the description of the preferred embodiments in the originally filed 
specification, especially on pages 4 to 6 and the original figures 1 to 8. 

The above substitute specification is warranted to contain no new matter. 
Please be advised that the original drawing may be the source of some features 
that have been included in the substitute specification and claims. 

Withdrawal of the objection to the specification under 35 U.S.C. 112, first 
paragraph, is respectfully requested in view of the filing of the substitute 
specification. 

V. ANTICIPATION REJECTION 

Claims 1 to 4 were rejected under 35 U.S.C. 102 (b) as anticipated by 
Oilman, US Patent 5,803,920 (US '920). 
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Gilman discloses a thin absorbent article, namely a sanitary napkin. Figs. 
3 and 4 of Gilman show that the absorbent 38 comprises a plurality of sheets 66 
with passages 76 between them. Fig. 4 shows an embodiment with a central 
passage 72 and side passages 70 and 74. Figs. 3 and 5 show embodiments with 
a single central passage 46 or 84. 

New independent claim 5 above claims an absorbent article that is 
patentably different from all the embodiments shown in US '920 (Gilman). New 
independent claim 5 above is limited to embodiments like those shown in figs. 7 
and 8 of applicants' originally filed specification. In these latter embodiments at 
least two passages ("ditches") intersect with each other at a point P within a 
center circle C, whose center is coincident with the center of the rectangular 
absorbent core. Claim 6 limits the absorbent article of claim 5 to the preferred 
structure shown in figures 7 and 8, which has four intersecting passages, which 
divide the absorbent core into eight separate parts. 

Because the passages intersect in the center of the absorbent article and 
are present in a comparatively large number, at least according to applicants 5 
new claim 6, the spreading or distributing of liquid through the absorbent core is 
improved so that it is faster and more uniform. Thus the inventive structure is 
improved over the prior art structures described and especially shown in figs. 1 to 
6 of Gilman. 

The disclosure at column 9, lines 45 to 50, of US '920 does indicate that 
the passages 70, 72, and 74 may be formed at an angle to the principle axis of 
the absorbent article, or at angles between 0 and 180°. However the disclosure 
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at this point in US '920 does not disclose or suggest that any of the passages 
should intersect with each other. Intersection of the passages helps to spread the 
liquid in comparison passages that do not intersect. 

Furthermore US '920 does not disclose the specific embodiments for the 
structure of the absorbent article as they are now claimed in claims 6 and 7. 

In addition, Gilman does not disclose the main features of the 
embodiments claimed in new independent claim 1 1 . Gilman does not disclose 
that the three passages, for example, shown in fig. 4 of US '920 must traverse or 
pass through a center circle with a radius of 25 mm. In other words, US '920 
does not require that the three parallel passages should be group in a center 
portion of the absorbent article, as shown in fig. 5 and 6 of applicants' 
specification. The grouping of the passages centrally allows a more rapid initial 
spread and absorption of liquid to be absorbed. This structure facilitates better 
performance of the absorbent article than the embodiment shown in fig. 4 of US 
'920. 

In addition, Gilman in column 8, line 48, to column 9, line 20, repeatedly 
mentions that adhesive strips, such as 58 and 60, and construction adhesive can 
be used between layers in their absorbent article. Use of construction adhesive 
to bond the front sheet with the absorbent core is to be avoided, according to the 
background section of applicants' originally filed specification because the 
adhesive material impairs absorbency. An absorbent article in which adhesive 
material is only used to bond the edges of the front and back surface together is 
known from Japanese Utility Model H1-14707, according to page 1 and 2 of the 
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applicants' specification and is improved over Gilman. However it suffers from 
the disadvantage that the absorbent core is squeezed in the vicinity of the 
dividing lines between its parts, which impair absorbency. 

It is well established that each and every limitation of a claimed invention 
must be disclosed in a single prior art reference in order to be able to reject the 
claimed invention under 35 U.S.C. 102 (b) based on the disclosures in the single 
prior art reference. See M.P.EP. 2131 and also the opinion in In re Bond, 15 
U.SP.Q. 2 nd 1566 (Fed. Cir. 1990). 

For the foregoing reasons it is respectfully submitted that new claims 5 to 
16 should not be rejected under 35 U.S.C. 102 (b) as anticipated by T. H. 
Gilman, US £ 920. 

VI. OBVIOUSNESS AND US '920 

Furthermore none of new claims 5 to 16 are obvious under 35 U.S.C. 103 
(a) from Gilman, US '920. 

First Gilman does not establish a case of prima facie obviousness of 
claims 5 and 6 above, because the modifications of the structures for the 
absorbent article shown in Gilman are not suggested in US '920. There is no 
suggestion that the absorbent article should have a structure in which the 
absorbent core is divided into plural intersecting passages so that the passages 
are not visible as depressions from the front or back surface of the article. 

It is well established by many U. S. judicial decisions that to reject a 
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claimed invention under 35 U.S.C. 103 there must be some hint or suggestion in 
the prior art of the modifications of the disclosure in a prior art reference or 
references used to reject the claimed invention, which are necessary to arrive at 
the claimed invention. For example, the Court of Appeals for the Federal Circuit 
has said: 

"Rather, to establish obviousness based on a combination of elements 
disclosed in the prior art, there must be some motivation, suggestion or 
teaching of the desirability of making the specific combination that was 
made by the applicant... Even when obviousness is based on as single 
reference there must be a showing of a suggestion of motivation to modify 
the teachings of that reference.." In re Kotzab, 55 U.S.P.Q. 2 nd 1313 
(Fed. Cir. 2000). See also M.P.E.P. 2141 

Furthermore applicants' originally filed specification contains comparative 
experimental data that shows that the structure according to figs. 5 to 8 has 
unexpectedly better absorbent properties than the corresponding prior art 
structures. The experiments described on pages 8 to 11 of applicants' originally 
filed specification measured liquid absorption speed and wet back amount for an 
example of a prior art absorbent article without internal passages and various 
embodiments similar to those of Gilman as well as embodiments according to 
examples 7 and 8 with intersecting internal passages. The results shown in Table 
1 on pages 9 and 10 clearly show that the embodiments of figs. 7 and 8, i.e. the 
embodiments claimed in claims 5 and 6, absorb liquid faster and have less wet 
back due to liquid penetrating the entire article than the other embodiments 
without intersecting internal passages. 
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These experimental results should be enough to overcome any case of 
prima facie obviousness based on Gilman or a combination of Gilman with other 
prior art references. 

For the foregoing reasons it is respectfully submitted that new claims 5 to 
16 should not be rejected under 35 U.S.C. 103 (a) over Gilman, US '920. 

Should the Examiner require or consider it advisable that the specification, 
claims and/or drawing be further amended or corrected in formal respects to put 
this case in condition for final allowance, then it is requested that such 
amendments or corrections be carried out by Examiner's Amendment and the 
case passed to issue. Alternatively, should the Examiner feel that a personal 
discussion might be helpful in advancing the case to allowance, he or she is 
invited to telephone the undersigned at 1-631-549 4700. 

In view of the foregoing, favorable allowance is respectfully solicited. 
Respectfully submitted, 

/lAchaelJ. Striker/ 

Michael J. Striker, 
Attorney for the Applicants 
Reg. No. 27,233 
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